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ON BRI EF

Bef ore SOFOCLEQUS, HANLON and PAK, Adninistrative Patent Judges.

HANLON, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U S.C. §8 134 fromthe final
rejection of clainms 1-20, all of the clainms pending in the
application. Cdains 1, 5 and 12 are illustrative of the subject
matter on appeal and read as foll ows:

1. In a mcrochannel plate, the inprovenent
conpri si ng:

1 Appplication for patent filed March 5, 1993.
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a layer of dielectric material on the ground pl ane
of the m crochannel plate;

said layer of dielectric nmaterial being provided
w th openings which align with, w thout covering, holes in the
m crochannel pl ate.

5. In an image intensifier including a m crochannel
pl ate and a phosphor screen positioned in spaced relation with
said plate, the inprovenent conprising:

a layer of electrically insulating materi al
positioned adjacent a ground plane of said m crochannel plate and
havi ng openings therein which align with but do not cover hol es
in said mcrochannel plate.

12. A nethod for inproving the spatial resolution of
proximty focused image intensifiers which includes a mcro-
channel plate and a phosphor screen spaced therefromto forma
gap therebetween, including the steps of:

positioning a |layer of dielectric naterial
internmedi ate the m crochannel plate and the phosphor screen and
adj acent to the m crochannel plate; and

form ng openings in the layer of dielectric

mat erial which align with but do not cover holes in the
m crochannel pl ate.

The references relied upon by the exam ner are:

Warde et al. (Warde) 4,481, 531 Nov. 6, 1984
Aebi et al. (Aebi) 5,268, 612 Dec. 7, 1993
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The following rejections are at issue in this appeal:?

(1) dains 1-9 and 11 are rejected under 35 U . S.C. 8§ 103 as
bei ng unpat ent abl e over Aebi et al.

(2) daimi10 is rejected under 35 U S.C. §8 103 as being
unpat ent abl e over Aebi et al. in view of Warde et al.

(3) dains 1-20 are rejected under 35 U S.C. § 112, second

par agraph, as being indefinite.

The cl ai ned i nventi on

The clained invention is directed to a m crochannel plate
conprising a |layer of dielectric material on or adjacent to the
ground plane of the mcrochannel plate. The |layer of dielectric
material is provided with openings which "align wth, wthout
covering holes in the mcrochannel plate" (claiml). See also
claim5 (a layer of electrically insulating material has openi ngs
which "align with but do not cover holes in said m crochannel
plate"); claim 12 (openings are fornmed in a |ayer of dielectric
material which "align with but do not cover holes in the
m crochannel plate"). According to appellant, this |ayer of

dielectric material on or adjacent to the ground plane of the

2 dains 12-20 were rejected under 35 U.S.C. § 101 in the final Ofifice
action dated Cctober 28, 1994. This rejection has been wi thdrawn by the exam ner
(Answer, p.?2).



Appeal No. 96-0107
Appl i cation 08/026, 797

m crochannel plate (MCP) inproves the spatial resolution of
proximty focused i mage intensifiers.
One of the prior approaches for inproving the resolution of

proximty focused image intensifiers (Specification, p.2):

[1]nvol ves the use of m crochannel plates
wherein the ground plane thereof is |ocated
in closely spaced relation to the phosphor
screen having a positive potential applied
thereto. If a high voltage is applied to
inprove to [sic] resolution of the imge
intensifying device, there is a breakdown,

t hereby requiring such devices to operate a
[sic] | ower than desired voltages.

According to appellant, the spatial resolution of these devices
can be inproved without creating a breakdown (Specification, p.8;

see also Figure 3):

[B]y coating the ground plane of an MCP so as
not to obstruct the holes in MCP, the
phosphor screen can be |ocated closer to the
MCP and the voltage can be significantly

i ncreased, thus greatly inproving spati al
resol ution [enphasis added].

Rejection under 35 U S.C. § 112, second paragraph

Clains 1-20 are rejected under 35 U S.C. 8§ 112, second
par agr aph, as being indefinite for failing to particularly point

out and distinctly claimthe subject matter which applicant
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regards as the invention. According to the exam ner (Answer,

p.4):

In clainms 1, 5, and 12, although the
openings in the layer of dielectric (or
electrically insulating) material align with
the holes in the mcrochannel plate as
cl ai mred, the Exam ner believes that the
Appel I ant intended that the openings in the
| ayer of dielectric material cover (not "do
not cover") the holes in the m crochannel
plate. |If the openings in the |ayer of
dielectric material do not cover the holes in
the m crochannel plate as clainmed, then what
do the openings in the |layer of dielectric
mat eri al cover?

At the outset, we note that there is sone dispute as to
whet her the rejection of clains 1-11 under 35 U S.C. § 112,
second paragraph, is properly an issue in this appeal. Appellant
argues that (Reply, p.3):
. . . Clainms 1-11 have not been rejected
under 35 USC 112, second paragraph, prior to
the Examner's Answer. |If Cainms 1-11 are
now being rejected on this basis, then this
constitutes a new grounds of rejection raised
in the Exam ner's Answer, and an anendnent
directed to the new ground of rejection is
entitled to entry (MPEP 1208.03(2)).
There is no dispute that the examner failed to include
claims 1-11 in the introductory statenent setting forth the

rejection under 35 U.S.C. 8§ 112, second paragraph, in the final

5



Appeal No. 96-0107
Appl i cation 08/026, 797

O fice action (paragraph 3, paper no. 5. However, the conmments
followng the introductory statenent clearly explain the all eged
i ndefiniteness of clains 1, 5 and 12. Manifestly, appellant
addresses the rejection of clains 1, 5 and 12 set forth in the
par agraph bridging pages 2 and 3 of the final Ofice action and
urges that the rejection under 35 U S.C. 8§ 112, second paragraph,
be reversed (Brief, pp.9-10). Furthernore, in an effort to
resol ve the indefiniteness issue, appellant proposed to anend
clainms 1 and 5 in at |east one anendnent filed under 37 CFR

8§ 1.116 (Brief, pp.10-11; see also paper nos. 6 and 7).

Appel lant is exalting formover substance. Therefore, for

pur poses of this appeal we will consider the rejection of clains
1-20 under 35 U.S.C. § 112, second paragraph.?

We reverse the rejection. One of ordinary skill in the art
reading clains 1, 5 and 12 woul d understand that the openings
provided in the |layer of dielectric material (1) align with and
(2) do not cover or obstruct, or in other words, are coextensive

with the holes in the mcrochannel plate. Conpare In re

Mat tison, 509 F.2d 563, 565, 184 USPQ 484, 486 (CCPA 1975) (use

8  The examiner properly points out that (Answer, p.7):

[1]1f the Appellant was confused with the finality of the
of fice action nailed 10/28/94, they should have
petitioned the Ofice that the final was prenature.

An exami nation of the record reveals that no petition has been fil ed.
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of "substantially increase" in the clains does not render them
indefinite under 35 U S.C. §8 112, second paragraph, since the
phrase does not stand in a vacuum but nust be read in |ight of
t he specification, and when so read, one skilled in the art can
determ ne the scope of the clainmed invention).

To the extent that the exam ner interprets the clains as
reciting that the openings provided in the layer of dielectric
mat erial "cover"” another elenent of the invention, the clains
recite the additional limtation that the openings are aligned
with the holes in the mcrochannel plate. Therefore, one of
ordinary skill in the art would reasonably understand that the
openings provided in the layer of dielectric material are
coextensive with the holes in the m crochannel plate.

Clainms 12-20 are rejected under 35 U.S.C. § 112, second
paragraph, as being indefinite for the additional reason that
(Answer, p.4):

: claim12 recites "[A] nethod for

i nproving the spatial resolution of proximty
focused i mge intensifiers", the rest of
claim12, along with clains 13-20 recite
steps for manufacturing the device. It is
uncl ear how the steps for neking the device
woul d i nprove the spatial resolution of the
proximty focused i mage.

We di sagree. One of ordinary skill in the art reading
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clains 12-20 woul d understand that perform ng the steps recited
in these clains inproves the spatial resolution of proximty
focused image intensifiers. See also Specification, p.3 (the
i nvention invol ves providing the ground plane of a m crochannel
plate with a thin layer of a dielectric without covering the
holes in the plate for inproving the spatial resolution of an
i mage intensifying device); see also Brief, p.9 ("Applicant has
di scovered that positioning a dielectric layer with aligned hol es
adj acent the MCP inproves resolution, and that is what is clained
."). The fact that the exam ner may be of the opinion that
there is nore suitable | anguage to define the clained invention
is not a proper basis for a rejection under 35 U S.C. § 112,
second paragraph. Therefore, the rejection of clainms 1-20 under

35 U.S.C. 8§ 112, second paragraph, is reversed.

Rej ection under 35 U S.C. § 103

Clains 1-9 and 11 are rejected under 35 U.S.C. § 103 as
bei ng unpatent abl e over Aebi. W reverse this rejection.
The invention disclosed in Aebi is directed to a
m crochannel plate which limts feedback of photons, ions or
neutral particles fromthe output side of the plate (col. 6,

lines 62-65; see also Figure 12).
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The added noi se due to feedback effects from
the screen to the MCP will be reduced
proportional to the reduction in output open
area of the MCP. Reduction of the output
open area by less than 10% woul d be
ineffective in producing a significant
reduction in noise factor. The maxi mum
reduction in output open area mnmust be |ess
than 100% which would conpletely cl ose off
the channel s, as sone opening nmust remain to
allow the electrons to escape the MCP. A
reduction in the range from about 10%to
about 85% has resulted in a useful conprom se
bet ween the two extrenes descri bed above. In
general, a reduction at the higher end of
this range is nost effective in carrying out
this invention [col. 7, lines 6-19].

Appel l ant further points out that (Brief, p.13):

A readi ng of Aebi et al establishes that the
purpose of this reference is directly
opposite to the purpose of the clained
subject matter. For exanple, Col. 8, lines
32-37 state: "an output el ectrode 126,
preferably alum num is deposited on the

out put surface of the m crochannel plate 116
to substantially close off the open area of
the channels 128 forned by the channel walls
130"; and lines 54-59 of Col. 8 state that

"t he out put channel area of the MCP is
reduced by at |east 10% and preferably
reduced by substantially 75 to 85 percent by
applying a nuch thicker netalization |ayer"
(underlining added).

In contrast, appellant's clainmed invention conprises a |ayer
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of dielectric material provided with openings which align with
and do not cover or obstruct the holes in the m crochannel plate.
Therefore, we agree with appellant that the Aebi reference
teaches away fromthe clained invention and fails to render the

cl ai med i nventi on obvious under 35 US.C. 8 103. See Gllette

Co. v. S.C Johnson & Son, Inc., 919 F.2d 720, 724, 16 USPQd
1923, 1927 (Fed. Cir. 1990) (the closest prior art reference

"would Iikely discourage the art worker fromattenpting the

substitution suggested").

Claim10 is rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Aebi in view of Warde. Since claim10 is
dependent on claim5, and the rejection of claim5 has been
reversed, the rejection of claim10 is also reversed. See 37 CFR
8 1.75(c) ("Cains in dependent formshall be construed to
include all the limtations of the claimincorporated by
reference into the dependent claim™").

The decision of the exam ner i s reversed.

REVERSED

N N

M CHAEL SOFOCLEQUS
Adm ni strative Patent Judge )
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ADRI ENE LEPI ANE HANLON
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge

Ri chard E. Constant

Asst. Gen. Counsel for Intellectual Prop.
Mai | Code GC-42 (FORSTL) Ms-6F-067

1000 I ndependence Ave., SW (DCE)
Washi ngt on, DC 20585
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